TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, HAI RSTON and LALL, Adm nistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal involves clains 1 through 20. Cdains 1
through 4, 6, 8 through 17, 19 and 20 were rejected in the

final rejection, and clains 5, 7, 18 and 19 were rejected in

! Application for patent filed Decenber 7, 1992.
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the exam ner's suppl enmental answer. See al so pages 3 and 4 of

t he suppl enmental answer for further explanation.

The disclosed invention is related to an erase unit for
an ion deposition web-fed print engine. Specifically, the
i nvention concerns the erase unit having two el ectrodes
separated by a dielectric. One of the electrodes is |ocated
in a plenum chanber fornmed by the dielectric, the side walls
and a back wall. The plenum chanber is |ocated in opposition
to the cylindrical surface of the inmage cylinder. An inert
gas is introduced into the plenum chanber and a varying
voltage is applied to the el ectrodes by applying a high-
frequency and hi gh-voltage signal froman AC source. Thusly
produced ions in the plenum chanber are attracted by the
resi dual image voltage on the inmage cylinder. Eventually, the
resi dual potential on the inmage cylinder surface and the
potential on the electrode in the plenum chanber equalize
whereby the residual electrostatic potential of the inage
remai ni ng on the cylinder surface is erased.

Representative Claim 1l is reproduced as foll ows:

1. In an electrostatic ion deposition printer including
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an electrostatic print head for formng an electrostatic

i mage, an inmage cylinder rotatable about an axis and having a
dielectric layer for receiving the electrostatic i mage and
means for transferring the image to a substrate, the
conbination with said printer of an erase unit for renoving
residual electrostatic potential of the inmage renaining on the
I mage cylinder after the inmage has been transferred to the
substrate, conprising:

a plenum having first and second el ectrodes di sposed
adj acent a surface of said inage cylinder at a location in
opposition thereto and to the residual electrostatic potentia
remai ni ng on said i mage cyli nder;

a dielectric disposed between said first and second
el ect r odes;

means for introducing an inert gas in said plenumin a
regi on adj acent said second el ectrode and between said
dielectric and said i mage cylinder surface; and

circuit nmeans for providing a tinme varying potentia
across said electrodes to ionize the gas in said region and
enabl e substantial equalization of the residual potential on
said i mage cylinder surface and the potential on said second
el ectrode, whereby the residual electrostatic potential of the
I mage remai ning on the image cylinder after the i mage has been
transferred to the substrate is renoved.

The references relied on by the exam ner are:

Ragl and 4,357,618 Nov. 2, 1982
Maczuszenko et al. 4,516, 847 May 14, 1985
(Maczuszenko)

Kuehrl e 4,792, 860 Dec. 20, 1988
M ekka 4,918, 468 Apr. 17, 1990
Tor ok PCT/ SE87/ 00595 Jun. 30, 1988
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A. Cains 1 through 4, 6, 8 through 17 and 20 stand
rejected under 35 U. S.C. 8§ 103 over Ragland in view of M ekka,
Maczuszenko and Kuehrle. [Caim19 was, by m stake, included
inthis rejection, but was withdrawn fromthis rejection and
included in the new rejection in the supplenental exam ner's
answer; see final rejection, page 3, answer, page 2,
suppl enental answer, page 4].

B. Cains 5 7, 18, and 19 stand rejected under 35
U S C
8 103 over Ragland in view of Mekka, Maczuszenko and Kuehrl e
as applied in the above rejection and further in view of Torok
[ suppl enental answer, page 4].

Ref erence is nade to the appellants' brief, reply brief,
suppl enental reply brief, and the exam ner's answer and the
suppl enental answer for detail ed positions of the appellants
and the exam ner.

CPI NI ON

We have carefully considered the entire record before us,

and we w Il reverse the obviousness rejection of clains 1

t hrough 20.



Appeal No. 96-3146
Application 07/986, 489

A. Rejection of clains 1 through 4, 6, 8 through 17 and

Wth respect to i ndependent claim1, the exam ner
basically takes the position that Ragland shows the invention
as clained except that it does not show the inert gas being
I ntroduced in the space between the second el ectrode and the
i mage cylinder, and the application of the tinme varying
voltage to the el ectrodes. He contends that M ekka and
Maczuszenko together go to teach the use of an inert gas
bet ween the el ectrodes to enhance the ion generation and to
prolong the life of the electrodes in Ragland. He further
offers the teachings of Kuehrle to apply the tinme varying
potential to the electrodes in Ragland, [final rejection,
pages 2-3].

The appel | ants argue that Ragl and does not show the two
el ectrodes as clained, and the inert gas used in M ekka and
Maczuszenko is not used in the operation of erasing an imge
in an erase unit. They further argue that the tinme varying
potential shown in Kuehrle is also used for an entirely

di fferent purpose, nanely, in the wite operation, or in the
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operation of creating an image, [brief, pages 5-8].

The exam ner contends that as |ong as the clained
structure is shown by prior art, the rejection is valid.
According to the examner, the recitation of a function in a
claim wthout claimng the function as the "neans" for the
specified function, does not carry patentable weight. Al so,
the examiner is of the belief that it is equally w thout
pat ent abl e wei ght when the sane structure is |abeled by a
di fferent nane. Thus the exam ner points to the structure of
the wite unit [enphasis ours], 47, of Ragland and identifies
56 and 59 of Ragland as the two clained el ectrodes, [answer,
pages 4-7, supplenental answer, page 5].

The appel l ants argue that there is no requirenent under
the statute that, to give a functional recitation patentable
wei ght, it nust be expressed as a nmeans for perform ng the

specified function, [reply brief, page 2].

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
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so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (CCPA 1966), and to provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art or to conbine prior art
references to arrive at the clained invention. Such reason
nmust stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally available to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G 1l, lnc. V.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Gr. 1985), cert. denied, 475 U.S. 1017 (1986);

ACS Hosp. Sys.., Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577,

221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr
1992) .

As indicated by the cases just cited, the exam ner has at
| east two responsibilities in setting forth a rejection under
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35 U.S.C. 8 103. First, the exami ner nust identify all the

di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art. In our view, the
exam ner has properly addressed his first responsibility, but
has not met his second responsibility.

W agree with the appellants that the examner's
suggest ed conbi nati on of Ragl and, M ekka, Maczuszenko and
Kuehrle is not justified, and even if it were, still does not
nmeet the clainmed structure and the functional limtations of
claiml1l. As for exanple, one such limtation is contained in
the last clause of claim1, nanely, "circuit means .
equal i zati on of the residual potential on said imge cylinder

and . . . on said second electrode". As for the
patentabl e weight to be given to a recitation of a function in
aclaim it is well settled that there is nothing
intrinsically wong in defining sonething by what it does

rather than by what it is, In re Hallman, 655 F.2d 212, 210

USPQ 609 (CCPA 1981). Here, there is sufficient structure in
the claimto warrant the presence of the functional |anguage.
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There are two ot her independent clains anong these
cl ai ns.

Claim17 is another apparatus claimand claim 1l is a nethod
claim Each of these clains contains a limtation
corresponding to the limtation of claim1 stated above.
Thus, they are al so not rendered obvious by the exam ner's
suggest ed conbi nati on of Ragl and, M ekka, Maczuszenko and
Kuehr| e.

In view of the foregoing, the obviousness rejection of
the i ndependent clainms 1, 11, and 17, and the dependant cl ai ns
2 through 4, 6, 8 to 10, 12 through 16, and 20, based on the
teachi ngs of Ragl and, M ekka, Maczuszenko and Kuehrle is
reversed.

B. Rejection of clains 5, 7, 18 and 19

The exam ner rejected these clains in his supplenental
answer under 35 U. . S.C. 8§ 103 as being obvious over Ragland in
view of M ekka, Maczuszenko and Kuehrle as applied to clains
under A above, and further in view of Torok, [supplenental
answer, page 4].

Si nce Torok does not cure the deficiencies of the applied
art in the rejection discussed in A above, the rejection of
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these clains also falls.
DECI SI ON
The decision of the exam ner rejecting clains 1 through
20 under 35 U.S.C. § 103 is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
|
KENNETH W HAI RSTON ) BQOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
PARSHOTAM S. LALL )
Adm ni strative Patent Judge )
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